PATENT LITIGATING IN EUROPE
the current system

As a patent litigator in France for almost 40 yearsave been asked to assess before you the
current patent litigation system.

Today, | would like to wager that | can show youattla single Judge can rule upon a patent
infringement committed in several European terig®r

However, before | begin, | would like to reiteréteo rules:

1. Under private international law, many countriggiticularly European countries, admit that a
national Court can apply a foreign or internatidaal to a situation that took place abroad.

Thus, a Polish citizen can ask a French Court pbyaperman law to a French person because
he was the victim of an accident caused by saiddfr@erson in the German territory.

Although civil courts are bound by this fundamemtdé of private international law, the same
is not true for criminal courts, as they cannotlgaplaw other than their national criminal law,
even when the acts were committed abroad to thieraeit of a French victim.

2. Most lawyers and professionals traditionally &dthe natural rule that the Court that has
territorial jurisdiction, should be that of "the madefendant's domicile" (with discussions in
the defendant's language).

To win my bet concerning a single Court to puniakept infringement in Europe, | would like to
begin with an example based on a contractual siuand then follow up with a criminal
situation.

In this case, | will use the example of a Polishemtor who owns a patent in several European
countries (for example in Poland, Germany, Swe#esnce, Spain and Italy). These patents can
have been granted either by each of the natiorfate3fof these six countries, or by the European
Patent Office (EPO).

How can the Polish inventor defend his rights iesth European countries against a company in
Paris that wants to exploit his invention, whethé@th a license agreement or without the
patentee's authorization?
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the contractual situation

Let us first assume that the Polish inventor agteggant a license to the Paris company.

v
1. a. The Paris company will be able to manufacime:sell in France.

It will export its goods to the five European caugg mentioned above, in relation with five
resellers that will each import the goods intotlogvn country.

b. The inventor and company's counsels decide wid®t French law will govern the
agreement, and that the Paris Court will have exetujurisdiction to rule upon any
difficulty that may arise between them.

2. In spite of all this, a problem arises becabselicensee decides to stop paying the royalties
provided in the agreement.

[Indeed, the French company considers that thdtregare not due because it argues that the
invention is not patentable or is in any case Bwhito a specific solution, and that in any event,
the product it exploits, does not reproduce thematlaims].

3. The Polish inventor will necessarily react: wi# summon before the Paris Court the French
company and its resellers, which export and impotside France.

a. We can imagine that as plaintiff, the Polisheimor will ask the Paris Court:
- for the past: for the payment of the royaltiesvided in the agreement
- for the future: given the disagreement betweentieparties, for the termination of
the license, and for an injunction against the ioomtion of the infringement both in
France and in the five other European countries.

b. In defense, the Paris company will claim thag ot obliged to pay the royalties and that it
can continue to exploit its product freely because:
- the invention is not patentable or in any casis, limited to a specific solution, and
- in any event, the product does not reproduce theslof the patents.



4. So far, no one disputes the territorial juriidic and the authority of the Paris Court to rule
upon the difficulty between the Polish inventor d@sdParis licensee.

a. Indeed, the Paris Court was appointed by battiegawho decided to apply French law to
the clauses of the European license.

And it is natural for the French Court to applyyaohe law to the European licence.

b. To assess the issue of whether the licensedtioveis patentable, the French Court must
choose and apply the law of the patent.

i. It would be right for the Paris Court in chargeruling upon the dispute arising out of
the license, not to sentence the Paris compangyoqyalties, if the invention does not
exist.

» If the invention is covered by a European patenis therefore natural for the
Paris Court to apply the Munich Convention to deiee whether the Paris
company is right in claiming that the invention da®ot exist in light of this
Convention. It should be said here, that it isupndte that a single European
Court is thus able to apply such an internatioaal, lthat is uniform throughout
several European countries.

» If the invention is covered by national patentg Baris Court will then have to
apply each of the six European laws to determinetiadr the Paris licensee is
right in claiming that the invention does not existler these national laws.

Here it should be noted just how difficult it is pmactice for a national court to
assess six foreign patent laws. However, it i tilse that patent laws in Europe
are now assessed within a single area of the law.

ii. It is necessary to point out that the Paris €@inot requested to order the nullity of the
title, whereby the Polish inventor granted a lieettsthe Paris company.

Indeed, as we know, under articles 16.4 of the hog@onvention and 22 of Council
Regulation 44/2001, only the Court of the countiyeve the patent was granted, has
jurisdiction to order the invalidation thereof.

Indeed, it seems natural to reserve the power valigate this title to such a court
because its decision directly affects the Statdéuitly that granted it.

In addition, in certain countries, the invalidatioha patent has arga omnes effect — it
is enforceable against all — unlike other judidatisions in other countries.

It seems fair, and it is admitted in private intgronal law, that the Court in charge of a
claim can assess all the grounds or pleas, thatlefendant considers it is entitled to
raise to have the opposing claim dismissed.

Indeed, in the instant case, it seems normal table to state that a royalty is not due if
the invention does not exist or is not patentaiel it is also right for the Court not to
order the payment of a royalty, if the inventiomat used by the Paris company.



However, for this, the Court does not need to dewitlether the patent, which is the title
claimed by the licensor, is valid or invalid. Bwlp stating that the invention exists or
that it is not patentable, the Paris Court doesviadate the State Authority that granted
the patent. Its decision will have eaa omnes effect, but only a relative effect between

the Polish inventor and the Paris company.

c. Everyone knows that, for the moment, the comigupatent, that defines a uniform and
harmonized law of infringement in Europe, is notdrce.

As a consequence, to assess the infringemeneisixtEuropean countries of our example,
the Paris Court will have to apply each of thegensitional laws.

Once again, a practical difficulty may arise indemcing these six national laws. However,
we know that today these national laws are incng@gisimilar in Europe.
5. Thus, in a contractual situation, a single Caan assess in Europe whether a licensee may

continue to exploit its product freely, without jp@y any royalty to the patentee.

| therefore think that, for this first reason, Meavon my bet.



the situation without contract

In other words, the case is that the Parisian compas decided without the Polish inventor's
authorization, to manufacture freely in France smdharket not only in the French territory but
also in Poland, Sweden, Germany, Spain and lItaly.

We will now see that, even when there is no pdieanse, the territorial and material jurisdiction
of the Paris Court remain the same.

1. The Polish inventor will be in the same situatés it was with the licensee who refused to pay
royalties. It will therefore summon before theiB&ourt not only the Paris manufacturer but
also the five resellers that export outside Fraswoe import into each of the five European
countries.

Here, the Paris Court's territorial jurisdiction ¢rtainly consistent with the Lugano
Convention and with Council Regulation 44/2001. eTRaris Court is the Court of the
domicile of one of the defendants and particul#ngt of the domicile of the main defendant
(the French manufacturer that supplies the Europeseilers).

a. The Polish inventor, as plaintiff, will also icta
- for the past, a financial indemnity
- for the future, a prohibition from continuing th@ringement.

b. In defense, the French manufacturer and itdleesevill maintain that there cannot be any
violation of the patent right:
- since the invention does not exist i.e. it is nateptable,
or limited to a specific solution, and
- in any event, the product does not reproduce ttenpalaims.

2. To rule upon the dispute between the inventdrthe manufacturer, the Paris Court can apply
French and foreign laws.

a. To know whether the product that is exploitegroduces the patent claims, the Paris Court
will apply each of the six national laws and thegse law.

b. To know whether or not the invention existsopatentable, the Paris Court will apply the
Munich Convention if it is a European patent, ocreaf the six national laws if the patents
are national patents.

However, here again, to rule upon the dispute éetwthese two European parties, the
French Court does not need to decide on the walidithe invalidity of the title claimed by
the inventor.

It seems natural and fair for this Court not toesrédny penalties against the French
manufacturer and its European resellers if therihwa does not exist, or if it is limited to a
specific solution and above all if it is not repuoéd in the product in dispute.



Concerning theinvalidity of the patent

1. Indeed, it could be imagined that the defendhetParis manufacturer, would want to bring a
nullity action against the Polish patentee.

The French manufacturer will then take action befeach of the six national courts in the
countries that granted the patent to the Polisantor.

In this respect, the Paris Court is the only Euasp€ourt that has jurisdiction to assess the
validity or invalidity of the French part of the Expean patent under the harmonized law of the
Munich Convention. It is also the only Court inrBpe having jurisdiction to assess the
validity or invalidity of the French patent underekch law, which has long modeled itself on
the Munich Convention.

Although outside France, the Paris Court does aw¢ lurisdiction to decide on the validity or
invalidity, it will nevertheless have a sufficienttlear idea of the likelihood of having one of
the five European Courts order the validity or thealidity of the Polish inventor's patent.
Indeed, once again, the validity of the Europeaergamust be decided under the harmonized
law of the Munich Convention and, since 1978, matldaws tend to become increasingly
close to this international convention.

Therefore, if the Paris Court considers that thancles are overwhelming that the foreign
patent will be invalidated by one or more foreigou@(s), it will stay its judgment, at least for
these foreign territories.

On the contrary, if the Paris Court considers tha unlikely that the foreign patent will be
invalidated, it will consider it to be valid. Butg¢an nevertheless assess its specific scope and
determine whether the product at issue reprodingeslaims.

2. a. Indeed, it could be imagined that the Fre@clurt would decide to punish the foreign
infringement, while the foreign Court rule that thetent is to be invalidated.

The situation between the Polish inventor and Rlaeis manufacturer would not be so
different from that in which the first decision thie Court would be entirely reversed by the
Paris Court of Appeals.

Moreover, such a situation would not be more unda surprising than when the Paris
Court cancels a French patent while the Marseilesirt considers that there is an
infringement that should be punished.

b. This situation is also not so far off from theuation in Germany where the infringement
Court (which does not have jurisdiction to ruletbe issue of validity) can decide to punish
an infringement, except if it considers that thisra serious likelihood that the Patent Court
will invalidate the patent.



The ltalian torpedo

1. You all know the Italian torpedo, whose purp@sé delay the penalties of the infringement
for several years.

Indeed, it is imaginable that the Paris companyccdacide to ask the Italian Court to declare
that not only does its product not reproduce tladiaih claims, but also that it does not
reproduce the Polish, Swedish, German, French padish claims.

On the face of it, such a request would not beéraonto the rules of private international law.

Thus, the Polish inventor would be barred from gooefore the other European Courts to
claim penalties for the infringement, or at ledstse other European Courts would have to
consider themselves to be required to await thhtaecision.

2. In fact, to my knowledge, this Italian torpedtsmever had any effect in France.

This is because French case law has shown thapltes a very narrow interpretation of the
matter oflis pendens (on both national and international levels) faethseries of reasons.

a. As you know, when a same dispute is broughtrbefwo different Courts, the second Court
must decline jurisdiction in favor of the first Qbou

In assessing which was the first Court to be retea matter, the French Courts interpret
this notion very broadly in their own favor: farstance, the patentee had already filed a
request to be authorized to perform an infringerseiture in France, before an action on
the merits was filed at a Court.

b. The French texts make a difference betweenrecfir a declaration of non-infringement
on the one hand, and patent infringement and idialactions on the other hand.

Therefore, the Italian torpedo is a dispute thalifferent from the infringement action that
the patentee would have initiated in France.



c. The French Courts have not hesitated to appigider the Italian torpedo as a "fraudulent
use of the law".

Indeed, the French Courts hold that a Court'steeral jurisdiction must be determined
according to the traditional rule of the Courtloé imain defendant's domicile.

Therefore, the French Courts have already considénat if the Italian torpedo was
initiated after the suspected infringer became avadrthe likelihood of an action by the
patentee in France (for instance thanks to amigdtinent-seizure prior to a summons), such
a torpedo was consequently launched only with & ¥eeharming the patentee's rights and
impeding its legitimate actions.

It is therefore a "fraudulent use of the law thahs all" and that affects and invalidates the
action before the Italian Court.

As a result the French Court will regain its jurcsin to punish the infringement in France.

The remedies

Once again, when this single Court assesses thentpaifringement in several European
countries, it will not issue a judgment on the di@yi or invalidity of the titles claimed. It will
only rule on the question of whether it considéed & patentable invention has been copied.

If so, our Paris Court will order remedies for feest and for the future.

1. For the past, the Paris Court can provide fiamancial indemnity.

a. This indemnity will have to be computed accogdio the laws and case law of each of the
six European countries at issue.

However, as we know, Directive 2004/48/EC sets mmon framework to assess such a
financial indemnity under these different natiolaas

b. Nevertheless, it is necessary to mention thesibecthat the ECJ handed down in the Fiona
SHEVILL case. The ECJ held in this matter thabrder to claim compensation for the
entire damage the victim of a tort had sufferedanous European countries, the plaintiff
should have summoned the main defendant in iteédomicile.

In our instance, the Polish inventor will obtaiorfr the Paris Court an indemnity for the
infringements committed in the six European ten@® On the contrary, if our Polish
inventor had brought his claim before a Court ottiem the Paris Court, which is the
domicile of the main defendant, it could only hasatained from this foreign Court an
indemnity limited to the damage suffered in itsitery alone.



2. For the future, the Paris Court can order theedies that the foreign laws provide in their
country. This is true of the definitive injunctido stop the infringement, together with a civil
fine in some cases (in France such a fine is usgaNeral times the price of the infringing
object).

There is now a framework for this prohibition imrBpean countries: article 11 of Directive
2004/48/EC.

For the moment, no ECJ decision has stated tlwdit ayprohibition measure can be ordered
abroad only if the Court is that of the main defemtts domicile.

Provisional measures

Article 31 of the Regulation allows the Europeanu@® to order provisional or protective
measures.

1. Thus, as provided in article 7 of Directive 2@BIEC, the Polish inventor can ask a national
Court to authorize it to perform an infringemenizeee to collect local evidence of the
infringement that it is claiming against the Pamsnufacturer or against any of its five
European resellers.

2. Article 9 of Directive 2004/48/EC now authorizal$ national Courts to order an immediate
provisional injunction.

The ECJ has not yet limited this power to natidbalirt that is the one of the main defendant's
domicile.

Consequently, there is no problem for a singleionat Court to order an immediate
provisional injunction in various European markets.

This is what Netherlands Courts decided when itiagpts own procedural law, and what the
Paris Court of Appeals agreed to admit automayicalthe French territory.

It is possible that certain national Courts mighihsider it necessary to apply a foreign law in
dealing with such a prohibition in a foreign market



VI

Conclusion

1. It is unfortunate that in the Primus v. Rochdtarathe ECJ thought it would promote the entry
into force of the EC patent. Indeed, in doingis@actually made legal errors that go against
plain common sense.

In the Primus v. Roche matter, it should be stated there was no manufacturer in Europe
that supplied each of its European resellers, asiirexample, but that the case involved a US
manufacturer that directly supplied each of itssadilaries in each of their European countries.

a. i. The ECJ followed the errors made in this eespy the Advocate General, and held that
it was not worthwhile to bring together the acti@gsinst the various European resellers
before a single Court, on the grounds that theingément was still governed by
national laws, so that the German Court could cdarghat there was no infringement in
the German territory while the Swedish Court colaldits part hold that there was an
infringement on its Swedish market.

Yet, the European Courts are bound by the sameramifaw on the European patent.
Therefore, they should necessarily come to the samelusions.

It seems that the ECJ omitted to fully apply aetizlof the European Patent Convention
that binds all the Contracting States of the EuaopEnion, under which a European
patent has the same effects as a national patentegr by that State, "unless this
Convention provides otherwise."

Articles 64 and 69 of the Munich Convention spetifgit although the rights granted by
a European patent are those of a national patestclear that under this international
convention, the protection — which will actuallyoaV to solve the matter of whether or
not there has been an act of copying — is detedninyethe claims as granted by the
European Patent Office, and that they still musinberpreted in light of the description
and the drawings.

In fact, such an interpretation is the subject cfpecial system that is defined in an
interpretative protocol that forms an integral paft the Munich Convention in
compliance with article 164 81.

Thus, to define the protection granted by the Eeaoppatent, it is necessary to achieve a
balance between the narrow and literal meaninghefdaim and its guiding line to
ensure "both equitable protection for the appliGamd a reasonable degree of certainty
for the third party" namely for the infringer thaduld be sued before a national Court.

Therefore, the ECJ wrongly held that there coult m® any irreconcilable decisions,
when it is nonsense that a German Court couldgrgér claim in a manner that is the
opposite of the British Court's interpretationyare versa.

Thus, for any person of good will, it seems incavaele, despite the ECJ's decision, for
two European Courts in different countries to havisdiction, and for one to say that an
infringement has been committed while the othemdises such an infringement of the
claims of one and the same European patent, whigst iine interpreted under the
uniform law of the Munich Convention.
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b.

.a.

ii. Moreover, it is sometimes necessary to bringetber before a single Court the
infringement committed by two European parties.

This is true for instance when the Polish inverdsks that the Paris Court jointly
sentence the Paris manufacturer and the Germatergsehich each export outside
France and import into Germany.

It is quite odd that the ECJ did not take intocact this case dealing with the question
of a joint sentence of two European defendants &g Ime requested by the victim and
ruled upon by a single Court.

It seemed obvious that common sense should iptevdecide to have a single European
Court have jurisdiction in the PRIMUS v. ROCHE reatt Indeed, concerning the issue of
patentability, it is governed solely by the Muni€bnvention, which should have led to an
assessment by a single Court in Europe. Moreates, generally admitted that even

though patentability and infringement are differenhature and are governed by different
laws, they are actually two sides of the same coin.

Lastly, although infringement matters are stilvgmed by national European laws, such
laws were modified a long time ago to converge tolwahe Community patent. Moreover,
it does not seem a bad idea to trust in the wisdbtihe Courts as a means of harmonization
of these national infringement laws.

Today, the remedies for infringement are contawétin a common legal system in the
European Union, under Directive 2004/48/EC.

It is naturally admitted that plaintiffs aret entitled to pick their forum, particularly nimt
opt for the Court of their own domicile.

This is the natural traditional rule of the juristibn of the Court (and language) of the main
defendant's domicile, a rule that the NetherlandsrS have described with the expression
"the spider in its web."

. It also seems natural for the Court of the plabere the harmful event took place, to have

jurisdiction to rule on the dispute. Such is thsecof the victim of an automobile accident.

However, this rule can have excessive consequemtes) the harmful event — such as an
infringement — is committed in several differerag#s.

This rule then allows "forum shopping,” when it m@meunfair to be able to get the
jurisdiction of a more favorable Court, particwawhen it has jurisdiction for only one
harmful event among many others, and when it mag baen committed by the least liable
of the parties to the infringement, such as a sraddiler, for instance.
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C.

La.

It would be good to keep these principles indriminstituting for the future a single Court
to deal with patent disputes in Europe.

Although it seems impossible to do away with theitrial jurisdiction of a Court based on
the place of the harmful event or the domicile o oof the defendants, it could be
imaginable for only the Court of the domicile oétmain defendant to have full authority to
rule on the infringement in all the European terrés concerned, while the Court of the

place of the harmful event would have powers thatild/ be limited to the borders of its
territory.

| believe that | have shown that there isayod single Court to assess infringement in
several European countries.

It is true that this does require that the patemtiekast evidence the infringement under
each national law.

. In this respect, it should be noted that thereurrently no European infringement law in

force.

However, there are several legal texts that dedingh a European infringement law: the
Luxembourg treaties on the EC patent as well agtingent projects prepared first by the
EPLA (European Patent Litigation Agreement), andrlay the Brussels Commission.

It is good to see that — at least on the facd efthere is a consensus on such legal texts
pertaining to a uniform infringement law among thpsofessionals involved.

Thierry Mollet-Viéville
Warsaw
April 24, 2009
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